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Office Action Summary JUM 1 5ffl 04 Xaminer 



<r *\ Application No. 



fhao X Le 



Applicant(s) 

SAKAGUCHI ETAL 



J. 



Art Unit 

2814 



Period for RepT^ ^ °' ^ C ° mffli< ^!|??'^ ears on '" e covef s * ee ' with *5 correspondence address - 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. " n W™M 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a) In no event however mm a reniv ho ti mD i„ 
after SIX (6) MONTHS from the mailing date of this communication • X 3 eP ' y b6 ^ filed 

" II I 0 ' reP ', y ? ped *? IT iS l6SS ,ha " thirty (30) days ' a rep| y wi,nin 1,16 slatul0f y minimum of thirty (30) days will be considered finely 

- If NO penod for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from thTl h . , m Y 

- Failure to reply within ttie set or extended period for reply will, by statute, JH h S WS^HO^^^V^ COmmun,ca,lon 

- ass m^est a,,er me manin9 da,e ° f ,his — * i n ; 33) 

Status 

1 )I3 Responsive to communication(s) filed on 19 August 2002 . 
2a)D This action is FINAL. 2b)|3 This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 C D 11 453 O G 213 
Disposition of Claims 

4) £X] Claim(s) 1-22 is/are pending in the application. 

4a) Of the above claim(s) 20 and 22 is/are withdrawn from consideration. 

5) 13 Claim(s) 27 is/are allowed. 

6) Q Claim(s) 1-11 and 13-18 is/are rejected. 

7) £3 Claim(s) 12 and 19 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) E3 The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on is/are: a)D accepted or b)l3 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) Q The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)G3 All b)D Some* c)Q None of. 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. 

3. D Copies of the certified copies of the priority documents have been received in this National Staoe 
application from the International Bureau (PCT Rule 17.2(a)) 

* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application), 
a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 
Attachment(s) 

1) H Notice of References Cited (PTO-892) 4) Q lntervjew Summary 

2 U Not.ce of Draftsperson s Patent Drawing Review (PTO-948) 5) Q Notice of Informal Patent Application (PTO-1^T 

3) Information Disclosure Statement(s) (PTO-1449) Paper No(s) 2 and 6 . 6) □ Other: 



U.S. Patent and Trademark Office 



PTO-326 (Rev. 04-01) office Actjon Summary 
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DETAILED ACTION 

Election/Restrictions J 

1 Applicant's election with traverse of claims 1-19 and 21 in Paper No. 5 is acknowledged. 
The traversal is on the ground(s) that claims are not so different, thus there is no burden in 
examining of both group. This is not found persuasive because the Applicant has not provided a 
convincing argument that materially different processes would not be suitable in producing the 
recited device. It is submitted that the materially different processes would be suitable. Finally 
the search is not coexisting as evidenced by the different classes for the process and product as 
cited in the restriction mailed on 07/15/02. 

The requirement is still deemed proper and is therefore made FINAL. 

Specification J 

2. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

Drawings J 

3. Figures 4A-4C should be designated by a legend such as -Prior Art- because only that 
which is old is illustrated. See MPEP § 608.02(g). A proposed drawing correction or corrected 
drawings are required in reply to the Office action to avoid abandonment of the application. The 
objection to the drawings will not be held in abeyance. 
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Double Patenting v 

4. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum y 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F. 2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1 130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

5. Claims 1-7, 13-15 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-5 of copending 
Application No. 10/059,144 (US Pub 2002/0100914) in view of Applicant Admitted Prior Art 
(APA). 

The subject matter claimed in the instant application is folly disclosed in the referenced 
co-pending application and would be covered by any patent granted on that co-pending 
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application since the referenced co-pending application and the instant application are claiming 

common subject matter, as follows: 

Both applications claim the method of manufacturing thin-film semiconductor 
device comprising a semiconductor film having a semiconductor element and/or 
semiconductor integrated circuit, the separation step of separating the member. But the 
co-pending application does not disclose the step of forming kerfs from the 
semiconductor film side of the member. However, the APA discloses the step of forming 
kerfs 19 from the semiconductor film side of the member prior to the separation step. 
Therefore, it would have been obvious to use the kerfs formation teaching of APA with 
co-pending application in order to perform the separation step. 
Furthermore, there is no apparent reason why applicant would be prevented from 

presenting claims corresponding to those of the instant application in the other copending 

application. See In re Schneller, 397 F.2d 350, 158 USPQ 210 (CCPA 1968). See also MPEP 

§804. 

Claim Rejections - 35 USC § 102 < 
6. The following is a quotation of the appropriate paragraphs of 35 U S C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
(e) the invention was described in- 

(1) an application for patent, published under section 122(b), by another filed in the United States before the 
invention by the applicant for patent, except that an international application filed under the treaty defined in 
section 351(a) shall have the effect under this subsection of a national application published under section 122(b) 
only if the international application designating the United States was published under Article 2 l(2)(a) of such 
treaty in the English language; or 
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(2) a patent granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that a patent shall not be deemed filed in the United States for the purposes of this 
subsection based on the filing of an international application filed under the treaty defined in section 351(a). 

7. Claimsl, 8-11 and 16-17 are rejected under 35 U.S.C. 102(e) as being anticipated by US 
6465329 to Glenn. 

Regarding to claim 1, Glenn discloses a method of manufacturing a thin-film 
semiconductor device, comprising: the step of preparing a member having, on a separation layer 
34, a semiconductor film 3 having a semiconductor element and/or semiconductor integrated 
circuit (IC) 2, fig. 7, the step of forming kerfs 32 from the semiconductor film side of the 
member, and the separation step of, after the kerfs formation step, separating a desired region of 
the semiconductor element and/or semiconductor IC from the member, fig. 8. 

Regarding to claims 8-1 1, 16-17 Glenn discloses the method wherein the kerfs 32 are 
formed in the semiconductor film 3, in the processed of forming the semiconductor element, 
wherein the kerks are formed by dicing, column 7 line 34, wherein the bottom portions thereof 
are located in the separation layer, wherein the desired region is formed into a plurality of chips 
by the separation step, fig. 7. 

Allowable Subject Matter 

8. Claim21 is allowed. 

- The prior art does not discloses all the limitations in claim 21 including forming a 
cracks in the separation layer to separate each of the partition chip regions from the 
base. 
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9. Claims 12 and 19 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

- With respect to claim 12, the prior art fail to disclose all the limitation in claim 12 
including the member has the separation layer and semiconductor film on a 
semiconductor region, and the kerfs are formed such that bottom portions thereof are 
located at the interface between the separation layer and the semiconductor region. 

- With respect to claim 19, the prior art fail to disclose all the limitation in claim 19 
including the member is formed again using a remaining member that is left after the 
desired region is separated from the member. 

Conclusion 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thao X Le whose telephone number is 703-306-0208. The 
examiner can normally be reached on M-f from 8:00 AM - 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wael M Fahmy can be reached on 703-308-4918. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-308-7722 for regular 
communications and 703-308-7722 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0956. 
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ThaoX. Le jQ , 
October 28, 2002 (_J^Cf7lt<L*m^ft <s ^ y 
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4) g| Claim(s) UQandM is/are pending in the application. 
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5) D Claim(s) is/are allowed. 
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DETAILED ACTION 



Alio wable Subject Matter 

1 . The indicated allowability of claims 12, 19 and 21 are withdrawn in view of the newly 
discovered reference(s) to Tamaki. Rejections based on the newly cited reference follow. 

Specification 

2. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

The following title is suggested: A method of separation of semiconductor device. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claim 4 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. The limitation ' after forming a protective film on inner walls of pores in the porous 
layer' is unclear. 



Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
4. Claims 1-3,6,8-12, 14-15, 17-19,21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US 6136668 to Tamaki et al. 

Regarding to claimil, 21, Tamaki discloses a method of manufacturing a thin film 
semiconductor device fig. 40-42, comprising: a step of preparing a member having on a 
separation layer 31, a semiconductor filml having a semiconductor element and/or 
semiconductor integrated circuit 3, a step of forming kerfs from the semiconductor film side of 
the member, fig. 41 , and a separation step of, after the kerf formation step, separating a desire 
region of the semiconductor element, column 2 line 25-50. 

But Tamaki does not expressly disclose the method comprises forming cracks in 

the separation layer. 

However, Tamaki discloses the separation layer 31 is dissolved to separate the 

semiconductor chip, column 2 line 42. Therefore, it would have been obvious in this 
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dissolving process that cracks are being formed in order to separate the semiconductor 
device from the plate. 

Regarding to claims 2, 14-15, 17, Tamaki discloses the method comprises the step of 
injecting a fluid into the kerfs; the fluid fills the grooves by dipping in organic solvent, fig. 42. 

Regarding to claims 3, 6, 8-12, 1 8-19 Tami discloses the method further comprises 
forming a porous layer 3 1 on the surface of a semiconductor substrate, forming the 
semiconductor film 1 on the porous layer 31 and forming the semiconductor element 3, fig. 40, 
wherein the semiconductor substrate 1 is a single-crystal silicon, column 1 line 32, wherein the 
kerfs are formed in the semiconductor film by etching, fig. 41, column 2 line 40, wherein the 
kerfs are formed such that bottom portions thereof are located in the separation layer, fig. 41 . 
Obviously the remaining member 21 can be re-used. 

Allowable Subject Matter 
5. Claims 5, 7, 13, 16 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

a. With respect to claim 5 and 7, the prior art of record fails to disclose all the 
limitations of claim 5 and 7 including implanting ion from the surface side to 
predetermined depth to form the separation layer. 

b. With respect to claims 13,16 the prior art fail to disclose all the limitation in 
claim 13 including the separation step is performed by injecting a high-pressure fluid 
from the kerfs and static pressure. 
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Response to Arguments 



6. Applicant's arguments with respect to claims 1-1 9 and 21 have been considered but are 
moot in view of the new ground(s) of rejection. 



7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thao X Le whose telephone number is 703-306-0208. The 
examiner can normally be reached on M-F from 8:00 AM - 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wael M Fahmy can be reached on 703-308-491 8. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-308-7722 for regular 
communications and 703-308-7722 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0956. 



Conclusion 



Thao X. Le 
March 7, 2003 
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DETAILED ACTION 
Election/Restrictions 

1. Applicants' election with traverse of the Group I invention, claim(s) 1-10 in the response 
filed on November 3, 2003, is acknowledged. The traversal is on the ground(s) that "there would 
not be undue burden in examining the two groups of claims in a single application. In particular, 
MPEP § 808 makes clear that in order to require restriction between independent or distinct 
inventions, reasons for insisting upon a restriction requirement, such as undue burden, must also 
be shown. In the present instance, it is not believed that there would be undue burden in 
examining the two groups of claims in a single application, since the two groups of claims are 
not so different as would require a burden on the Examiner that is significantly beyond that of 
the normal burdens of examination." This is not found persuasive. A restriction requirement 
between one set of product claims and a set of process claims was issued in the Office action that 
was mailed on September 29, 2003. "Section. 121 [ofTitle 35 USC] permits a restriction for 
'independent and distinct inventions,' which the PTO construes to mean that the sets of claims 
must be drawn to separately patentable inventions." See Applied Materials Inc. v. Advanced 
Semiconductor Materials 40 USPQ2d 1481, 1492 (Fed. Cir 1996)(Archer, C.J., concurring in- 
part and dissenting in-part). A product and the process of making the product are "two 
independent, albeit related inventions." See/« re Taylor, 149 USPQ 615, 617 (CCPA 1966). 
"When two sets of claims filed in the same application are patentably distinct or represent 
independent inventions, the examiner is to issue a restriction requirement." See In re Berg, 46 
USPQ2d 1226, 1233 n.10 (Fed. Cir. 1998). 
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The examiner, in issuing a restriction requirement, must demonstrate "one way 
distinctiveness." Applied Materials Inc. at 1492. As stated within the restriction requirement, 
"inventions are distinct if either or both of the following can be shown: (1) that the process as 
claimed can be used to make other and materially different product.or (2) that the product as 
claimed can be made by another and materially different process (MPEP § 806.05(f))." In this 
application, the examiner restricted the product claims from the process claims on the grounds 
that "the product as claimed can be made by another and materially different process such as a 
process wherein ion implantation process can be performed instead of using pressure of a fluid 
during separation step of separating the member at separation layer in order to process device of 
Group II, (i.e., Smart Cut process)" and that, as a result, a restriction' was necessary. 

In addition to one way distinctiveness, the examiner must show "why it would be a 
burden to examine both sets of claims." Applied Materials Inc. at 1492. "A serious burden on the 
examiner may be prima facie shown if the examiner shows by appropriate explanation either 
separate classification, separate status in the art, or a different field of search!" MPEP 803. An 
explanation was provided in the restriction requirement. Specifically, in addition to being 
distinct, the examiner indicated that restriction is proper because the product claims and the 
process claims "have acquired a separate status in the art." 

The criteria of distinctness and burdensomeness have been met, as demonstrated 
hereinabove. Accordingly, the restriction requirement in this application is still deemed proper 
and is therefore made FINAL. 



• ^ ) • » 
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2. Claims 11 and 12 are withdrawn from further consideration by the examiner 37 

CFR 1 .142(b), as being drawn to a non-elected invention, the requirement having been traversed 
in the response filed on November 3, 2003. 

Priority 

3. Acknowledgment is made of applicants' claim for foreign priority based on an 
application filed in Japan on January 31,2001. It is noted, however, that applicant has not filed a 
certified copy of the 2001-023847 application as required by 35 U.S.C. 1 19(b). 

Status of the Claims 

4. Claims 1-12 are pending in the application. 

5. Claims 1 1 and 1 2are withdrawn form further consideration by the examiner as indicated 
in Paragraph 2 herein above. 

6. Claims 1 - 1 0 are treated on the merits as set forth herein below. 

Drawings 

7. Figures 6A-6C should be designated by a legend such as -Prior Art- because only that 
which is old is illustrated. See MPEP § 608.02(g). A proposed drawing correction or corrected 
drawings are required in reply to the Office action to avoid abandonment of the application. The 
objection to the drawings will not be held in abeyance. 

Specification 

8. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

The following title is suggested: -METHOD OF MANUFACTURING THIN-FILM 
SEMICONDUCTOR DEVICE-. 
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Claim Objections 

9. Claims 1 and 10 are objected to because of the following informalities: 

Claim 1 recites the limitation "the step of preparing a member" in line 3. The Examiner 
suggests to change "the step of preparing a member" to - a step of preparing a member-- in 
order to establish proper antecedent basis. Appropriate correction is required. 

Claim 1 recites the limitation "the separation step of separating" in line 6. The Examiner 
suggests to change "the separation step of separating" to - a separation step of separating- in 
order to establish proper antecedent basis. Appropriate correction is required. 

Claim 1 recites the limitation "the chip forming step" in line 8. The Examiner suggests to 
change "the chip forming step" to - a chip forming step- in order to establish proper antecedent 
basis. Appropriate correction is required. 

Claim 10 recites the limitation "the step of preparing a member" in line 3. The Examiner 
suggests to change "the step of preparing a member" to - a step of preparing a member- in 
order to establish proper antecedent basis. Appropriate correction is required. 

Claim 10 recites the limitation "the chip forming step" in line 6. The Examiner suggests 
to change "the chip forming step" to - a chip forming step- in order to establish proper 
antecedent basis. Appropriate correction is required. 

Claim 10 recites the limitation "the separation step" in line 8. The Examiner suggests to 
change "the separation step" to - a separation step- in order to establish proper antecedent 
basis. Appropriate correction is required. 

Double Patenting 

1 0. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded m public policy (a policy reflected in the statute) so as to prevent the unjustified or 



\ • < • 

Application/Control Number: 1 0/059. 1 44 Page 6 

An Unit: 2823 

improper timewise extension^ the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046 29 USPQ2d 2010 (Fed 

In ^ LmgU 759 F 2d 88? ' 225 USPQ 645 (Fed Cir - 1 985 '); In re Va " Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory- double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1,1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee musWuily comply with 37 
CFR 3.73(b). 

11. Claims 1-7 and 10 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-19 of U.S. Patent No. 6,677,183. Although 
the conflicting claims are not identical, they are not patentably distinct from each other because 
of the following reasons: 

Re claim 1, the scope of the claimed limitation of the instant application is essentially the 
same as the claimed limitations of claims 1 and 15 of U.S. Patent No. 6,677,183. The limitations 
include a method of manufacturing a thin-film semiconductor device, comprising: the step of 
preparing a member having a semiconductor film with a semiconductor element semiconductor 
integrated circuit on a separation layer (see Claim 1, lines 1-5); the separation step of separating 
the member at the separation layer by a pressure of a fluid (see Claim 1, lines 8-13); and the chip 
forming step after the separation step, forming the semiconductor film into chips (see Claim 15, 
lines 1-2). 

Re claim 2, as applied to claim 1 above, the scope of the claimed limitation of the instant 
application is essentially the same as the claimed limitations of claims 1 and 15 of U.S. Patent 
No. 6,677, 1 83. In addition, the limitations wherein the member is obtained by forming a porous 
layer on a surface of a semiconductor substrate, forming the semiconductor film on a surface of 
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the porous layer, and then forming the semiconductor element and/or semiconductor integrated 
circuit is clamed in Claim 3 of U.S. Patent No. 6,677,183 (see Claim 3, lines 1-5). 

Re claim 3, as applied to claims 1 and 2 above, the scope of the claimed limitation of the 
instant application is essentially the same as the claimed limitations, of claims 1 , 3, and 1 5 of 
U.S. Patent No. 6,677, 1 83. Further the limitation, wherein the semiconductor film is formed on 
the surface of the porous layer after forming a protective film on inner walls of pores in the 
porous layer is claimed in Claim 4 of U.S. Patent No. 6,677,183 (see Claim 4, lines 1-6). 

Re claim 4, as applied to claim 1 above, the scope of the claimed limitation of the instant 
application is essentially the same as the claimed limitations of the instant application is 
essentially the same as the claimed limitations of claims 1 and 15 of U.S. Patent No. 6,677,183. 
Furthermore, the limitation, wherein the member is obtained by forming the semiconductor 
element and/or semiconductor integrated circuit on a surface of a semiconductor substrate and 
implanting ions from the surface side to a predetermined depth to form the separation layer is 
claimed in Claim 18 of U.S. Patent No. 6,677,183 (see Claim 18, lines 12-16). 

Re claim 5, as applied to claims 1 and 2 above the scope of the claimed limitation of the 
instant application is essentially the same as the claimed limitations of claims 1, 3, and 15 of 
U.S. Patent No. 6,677,183. Further the limitation, wherein the semiconductor substrate is a 
single-crystal silicon substrate or a compound semiconductor substrate is claimed in Claim 5 of 
U.S. Patent No. 6,677, 1 83 (see Claim 5, lines 1 -3). 

Re claim 6, as applied to claims 1 and 4 above, the scope of the claimed limitation of the 
instant application is essentially the same as the claimed limitations of claims 1, 15 and 18 of 
U.S. Patent No. 6,677,183. In addition, the limitation wherein the semiconductor substrate is a 
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single-crystal silicon substrate or a compound semiconductor substrate is claimed in Claim 5 of 
U.S. Patent No. 6,677, 1 83 (see Claim 5, lines 1 -3). 

Re claim 7, as applied to claims 1, 2 and 5 above, the scope of the claimed limitation of 
the instant application is essentially the same as the claimed limitations of claims 1,3, and 15 of 
U.S. Patent No. 6,677, 1 83. Further, the limitation wherein the separation step is executed by 
applying the pressure of the fluid to the separation layer also claimed in Claims 10, 12 and 13 of 
U.S. Patent No. 6,677,183 (see Claim 10, lines 1-6, Claim 12, lines 1-3, Claim 13, lines 1-3). 

Re claim 10, the scope of the claimed limitation of the instant application is essentially 
the same as the claimed limitations of claims 1 and 15 of U.S. Patent No. 6,677,183. The 
limitations include a method of manufacturing a thin-film semiconductor device, comprising: the 
step of preparing a member having a semiconductor film with a semiconductor element and/or 
semiconductor integrated circuit on a separation- layer (see Claim 1, lines 8-13); the chip forming 
step of forming the member into chips in desired regions; and the separation step of, after the 
chip forming step, separating the member at the separation layer (see Claim 15, lines 1-2). 
Therefore, the conflicting claims are not patentably distinct from each other. 

Allowable Subject Matter 
12. n Claims 8 and 9 are objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of Jhe limitations of the base claim 
and any intervening claims. 

The following is a statement of reasons for the indication of allowable subject matter: 
The prior art of record neither anticipates nor renders obvious the claimed subject matter 
of the instant application as a whole either taken alone or in combination, in particular, prior art 
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of record does not teach "wherein after the separation step, the separation layer remaining on the 
semiconductor film side is removed, and then, the chip forming step is executed," as recited in 
claim 8 and "wherein after the separation step and the chip forming step, the step of removing 
the separation layer remaining on the semiconductor film side is executed," as recited in claim 9. 

Conclusion 

13. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure Fonstad, Jr. et al. (US/6,455,398), Nakagawa et al. (US/6,500,731), Fukunaga 
(US/6,602,761), and Iwane et al. (US/6,682,9900) also disclose similar inventive subject matter. 
Fonstad, Jr. et al. (US/6,455,398> discloses method of bonding a silicon substrate to 
group III-V material substrate, the method includes annealing the substrate and thinning 
the substrate. 

Nakagawa et al. (US/6,500,73 1) disclose a method of fabricating a semiconductor device 
a method includes forming a porous separation layer having prularity semiconductor 
layers which the semiconductor device separately formed on each the semiconductor 
layers. 

Fukunaga (US/6,602,761) discloses process for fabricating an SOI substrate and the 
process includes forming single crystal silicon substrate and anodizing the single silicon 
substrate in order to form porous regions. 

Iwane et al. (US/6,682,9900) disclose separation method of semiconductor layer and 
producing a solar cell. 

However, the prior art fail to anticipate or render obvious the claimed limitation of the 
instant application as recited in claims 8 and 9 either taken alone or in combination. 
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Correspondence 

14. Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Brook Kebede whose telephone number is (571) 272-1862. The 

examiner can normally be reached on 8-5 Monday to Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Olik Chaudhuri can be reached on (571) 272-1855, The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EB.C) at 866-217-9197 (toll-free). 



■ Brook Kebede ' 

Examiner 
Art Unit 2823 

BK J^ycrTn^ /<JLAe_e/j?_ 

February 2, 2004 
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